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This is a decision on appeal fromthe Exam ner's fina

rejection of clainms 1 through 25, which are all of the clains

pending in this application.

BACKGROUND

A first enbodi ment of appellants’ invention relates to an
I mage print which includes one or nore positive inmges
representing one or nore correspondi ng i mages on an i nage
recordi ng nmedium An al phabetic description is provided on
the image print for at | east one of the one or nore positive
I mges which identifies the designated aspect ratio of at

| east one of the one or nore correspondi ng i nages.

I ndependent claim1l1 is reproduced as foll ows:

1. An image print conprising one or nore positive images
representing one or nore correspondi ng i mages | ocated on an
i mage recording nedium is characterized in that:

an al phabetic description is provided on said image print
for at | east one of said one or nbre positive inages which
identifies a designated aspect ratio for at | east one of said
one or nore correspondi ng i nages.
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A second enbodi nent of appellants' invention relates to a
nmet hod of making an i nmage print having one or nore positive
i mages representing one or nore correspondi ng i mages | ocated
on an inmage recordi ng nedium The process includes the steps
of automatically analyzing the one or nore correspondi ng
i mges to determ ne the aspect ratio of each of the one or
nore correspondi ng i nages, recording the inage and providi ng
visible indicators being associ ated respectively with the

i mages for indicating the aspect ratio.

I ndependent claim19 is reproduced as foll ows:

19. A nethod of meking an inmage print having one or nore
positive inmges representing one or nore correspondi ng i mages
| ocated on an inmage recordi ng medi um conprising the steps of:

automatical ly anal yzing said one or nore correspondi ng
i mges to determ ne an aspect ratio for each of said one or
nore correspondi ng i nages;

recording a positive inmage for each of said one or nore
correspondi ng i mages onto a recordi ng sheet; and

provi ding one or nore visible indicators on said
recordi ng sheet, said one or nore visible indicators being
associ ated respectively wwth one or nore positive inmages for
i ndicating the aspect ratio of said one or nore correspondi ng
I mages.
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The prior art references of record relied upon by the

Exam ner in rejecting the appealed clains are:

Hi cks 4,951, 086 Aug. 21, 1990
Yoshi waka Hei 5-27406 Feb. 5, 1993
(Japanese Kokai patent application)?
Clains 1-6 and 25 stand rejected under 35 U S.C. § 101 as
being directed to nonstatutory subject matter. dains 1-25

stand rejected under 35 U. S.C. 8§ 103 as bei ng unpatent abl e

over Yoshiwaka in view of Hi cks.

2 Translation cited in the prosecution history. Qur
understanding of this reference is based on that English
transl ation thereof prepared by the Ral ph McElroy Conpany. A
copy of that translation is attached hereto. Paragraphs 0043-
0045 of this translation are inconplete due to a poor
phot ocopy. A second translation of Yoshi waka was prepared for
clarification of the "Application Exanple 2," dated January
1999, by Schrei ber Translations Inc. A copy is included
herewi th, but not referenced in this decision.
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Rat her than reiterate the conflicting viewoints advanced
by the Exam ner and the appellants, we nmake reference to the

bri ef® and answer* for the details thereto.

CPI NI ON

After a careful review of the evidence before us, we
di sagree with the Exam ner that claiml is properly rejected
under 35 U.S.C. 8 101 and we will reverse this rejection of
claiml1l. W agree with the Exam ner that claim1 is properly
rejected under 35 U . S.C. § 103. Thus, we will sustain the
rejection of this claimunder 35 U.S.C. § 103, but we wl|
reverse the rejection of claim19 under 35 U.S.C. § 103 on

appeal for the reasons set forth infra.

3 Appellants filed an appeal brief filed August 2, 1995
(Paper No. 9). W w il refer to this appeal brief as sinply
the brief.

4 The Exam ner responded to the brief with an exam ner's
Answer mailed October 19, 1995 (Paper No. 10). W w Il refer
to this examner's answer as sinply the answer. The answer
i ncorporated the rejection under 35 U.S.C. §8 103 fromthe
final rejection, nailed Decenber 27, 1994 (Paper No. 6). W
will refer to this final rejection sinply as the final
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Turning first to the rejection of clains 1-6 and 25 under

35 US.C 8§ 101 as directed to non-statutory subject matter

directed to "printed matter,” we will not sustain this

rejection.
Qur review ng court addressed the extension of the

"printed matter"” to rejections under 35 US.C 8 101 inlInre
Lowy, 32 F.3d 1579, 1583, 32 USPQ2d 1031, 1034 (Fed. Cir.

1994). The court stated:

[ T] he Board erroneously extended a printed matter
rejection under sections 102 and 103 to a new field
in this case, which involves information stored in a
menory. This case, noreover, is distinguishable
fromthe printed matter cases. The printed matter
cases "dealt with clains defining as the invention
certain novel arrangenents of printed |ines or
characters, useful and intelligible only to the
human mnd." |In re Bernhart, 417 F.2d 1395, 1399,
163 USPQ 611, 615 (CCPA 1969). The printed matter
cases have no factual rel evance where "the invention
as defined by the clains requires that the

i nformati on be processed not by the mnd but by a
machi ne, the conmputer.” Id. (enphasis in original).
Lowy's data structures, which according to Lowy
greatly facilitate data managenent by data
processi ng systens, are processed by a nachi ne.

I ndeed, they are not accessible other than through
sophi sticated software systens. The printed matter
cases have no factual rel evance here.
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The clained invention is directed to an inage print provided

W th

al phabetic description on the inmage print which

identifies a designated aspect ratio for at |east one of

correspondi ng i mages. This description may be processed

machi ne or read by a human

The court in Lowy stated:

More than nmere abstraction, the data structures
are specific electrical or magnetic structural
el enents in a nenory. According to Lowy, the data
structures provide tangible benefits: data stored in
accordance with the «clained data structures are
nore easily accessed, stored, and erased. Lowy
further notes that, unlike prior art data
structures, Lowy's data structures sinultaneously
represent conplex data accurately and enabl e
power ful nested operations. |In short, Lowy's data
structures are physical entities that provide
i ncreased efficiency in conputer operation. They
are not anal ogous to printed matter. The Board is
not at liberty to ignore such Iimtations.

Lowy, 32 F.3d at 1583-84, 32 USPQ2d at 1035. Sinmlarly,

may not ignore the functional limtation that the aspect

I's provided on the imge.

t he

by a

we

rati o
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Wth respect to the mathemati cal al gorithm and abstract
i dea exception, the Federal Circuit in State Street Bank &
Trust Co. v. Signature Financial Goup, Inc., 149 F. 3d 1368,
1373, 47 USPQd 1596, 1600 (Fed. Cir. 1998) first identified
the judicially created three categories that are not
patentabl e (laws of nature, natural phenonmena and abstract
i deas) citing Dianmond v. Diehr, 450 U S. 175, 185, 209 USPQ 1,
7 (1981). The opinion went on to note "the nmathenatica
algorithmis unpatentable only to the extent that it
represents an abstract idea" and is thus not "useful."” State
Street Bank, 149 F.3d at 1373 n.4, 47 USPQ2d at 1600-01 n. 4.
Later in its opinion, the court returned to this issue:
"[T]he nmere fact that a clainmed invention involves inputting
nunbers, cal cul ati ng nunbers, outputting nunbers, and storing
nunbers, in and of itself, would not render it non-statutory
subject matter, unless, of course, its operation does not
produce a 'useful, concrete and tangible result.'" State
Street Bank, 149 F.3d at 1374, 47 USPQR2d at 1602. 1In this
case, the court stated that "the transformation of data,
representing discrete dollar amounts, by a machine through a

series of mathematical calculations into a final share price,
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constitutes a practical application of a mathematica
algorithm. . . because it produces 'a useful, concrete and

tangible result'. . . ." State Street Bank, 149 F.3d at 1373,

47 USPQ2d at 1601.

The court concluded its analysis of the mathenatica

al gorithm exception as foll ows:

The question of whether a clai menconpasses
statutory subject matter should not focus on which
of the four categories of subject matter a claimis
directed to . . . but rather on the essentia
characteristics of the subject matter, in
particular, its practical utility.

State Street Bank, 149 F.3d at 1375, 47 USPQ2d at 1602.

We hold that the claimlanguage is directed to an article
of manufacture which recites subject matter that has a
practical application in the technological arts. Caiml
specifically recites that an "image print” is clained. The
i mage print is an article which has been manufactured by man.
The claimalso requires that the inage print includes "an

al phabetic description is provided on said imge print for at
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| east one of said one or nore positive imges which identifies
a designated aspect ratio for at |east one of said one or nore
correspondi ng i mages. "

(Enphasi s added.) The specification states that the article
of manufacture has a practical application within the

technol ogical arts to provide an indication of the aspect
ratio of the image on the inmage print. (See page 3 of
specification, lines 5-17.) The storage of the aspect ratio
of an image print allows custoners to viewthe inmage(s) wth
a nore understandabl e i ndication of the designated aspect
rati o of correspondi ng i mages w t hout custoner confusion.

Mor eover, the al phabetic description of the aspect ratio

all ows for clear understanding of the aspect ratio by the
custoner. (See brief at page 4, lines 29-33 and specification
at page 2, lines 30-35.) W note that the renmaining clains 2-
6 and 25 recite the above practical application. Therefore,

we find these clains are directed to statutory subject matter.

Turning to the rejection of clains 1 through 25, clains 1
through 25 stand rejected under 35 U . S.C. 8 103 as being

unpat ent abl e over Yoshiwaka in view of H cks. W note on page
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3 of the brief that appellants have grouped clains 1-18 and 25
as a first group and clains 19-24 as a second group.
Appel | ants have provi ded separate argunents for patentability
for each group as required. |In accordance with 37 CFR 8§
1.192(c)(7), which was controlling at the tine of appellants
filing of the brief, we consider clains 1-18 and 25 to stand
or fall together, with claim1l being considered the
representative claim 37 CFR 8 1.192(c)(7) (July 1, 1995), as

anended at 60 Fed. Reg. 14518 (March 17, 1995), 1173 Of. Gaz.

Pat. & Trademark O fice 62 (Apr. 11, 1995) states:

Groupi ng of clains. For each ground of rejection
whi ch appell ant contests and which applies to a
group of two or nore clains, the Board shall sel ect
a single claimfromthe group and shall decide the
appeal as to the ground of rejection on the basis of
that claimalone unless a statenent is included that
the clains of the group do not stand or fal

together and, in the argunment under paragraph (c)(8)
of this section, appellant explains why the clains
of the group are believed to be separately

pat entabl e. Merely pointing out differences in what
the clains cover is not an argunent as to why the
clainms are separately patentable.

It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the

clained invention by the reasonabl e teachings or suggestions
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found in the prior art, or by a reasonable inference to the
artisan contained in such teachings or suggestions. Inre
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).
In addition, the Federal Circuit states that "[t] he nere fact
that the prior art nay be nodified in the manner suggested by
t he Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.™ 1In
re Fritch, 972 F.2d 1260, 1266, 23 USPQ@d 1780, 1783-84 (Fed.

Cir. 1992) (footnote omtted).

The Federal Circuit reasons in Para-Odnance Mg. Inc. v.
SGS Inporters Int’|l Inc., 73 F.3d 1085, 1088-89, 37 USPQd
1237, 1239-40 (Fed. Gir. 1995), cert. denied, 117 S.Ct. 80
(1996), that for the determ nation of obviousness, the court
must answer whet her one of ordinary skill in the art who sets
out to solve the problem and who had before himin his
wor kshop the prior art, would have been reasonably expected to
use the solution that is clained by the appellants.
Furthernore, the test of obviousness is not whether features
of a secondary reference nay be bodily incorporated into the

primary reference's structure, nor whether the clained
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i nvention is expressly suggested in any one or all of the
references; rather, the test is what the conbined teachings of
the references woul d have suggested to those of ordinary skill
inthe art. See In re Keller, 642 F.2d 413, 425, 208 USPQ

871, 881 (CCPA 1981).

Wth this as background, we analyze the prior art applied

by the Examiner in the rejection of the clains on appeal.

The Yoshi waka reference is discussed in appellants
specification at pages 1-2, and page 10 di scusses the system
of Yoshiwaka regarding the inportance and recordation of the
desi gnated aspect ratio with the inages on the nedium
Yoshi waka di scl oses the inportance of know ng the designated
aspect ratio. (See paragraph 0005 of translation.) Markings
i ndicating the designated aspect ratios are provided either
i nside, outside or to the periphery of the print imge. (See
par agr aphs 0011-0013.) Yoshi waka di scl oses the exanpl es of
the markings as dots and lines. Yoshiwaka al so di scloses that
the storage of designated aspect ratio and ot her usef ul

i nformati on, such as date and exposure, may be stored on a
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magneti ¢ nedium and read at the tinme of reproduction. (See
par agraph 0024.) Yoshi waka di scl oses the neasurenent of
density or operator input to a controller to provide
correction for the print. (See paragraph 0029.) Yoshi waka
di scl oses the autonmatic use of the indicated aspect ratio or
an aspect ratio input by an operator in the preparation of an
i mage print. (See paragraph 0026.) Yoshiwaka al so di scl oses
that the output of a digital imge and a separate output of
the aspect ratio for each immage for storage. (See paragraph

32.)

In summary, Yoshiwaka di scl oses an inmage print system
whi ch can use either neasured val ues to adjust the production
of a print image or digital inmage. The systemcan also use
operator interface to produce the print or digital imges.
Wt hout the use of operator input, the systemreads designated
aspect ratio data stored/recorded in association with images
on a nediumto produce an appropriate print inmage
corresponding thereto. The stored designhated aspect ratio may

be stored as markings inside or outside the imge or on the
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peri phery of the inmage as with nagnetic nedi um bearing the

dat a.

Wth regards to claim1, as the Exam ner found, Yoshiwaka
teaches that it is desirable to include designated aspect
ratio information with the print imge. However, the
Yoshi waka devi ce does not record the markings in al phabetic
description form Hicks discloses that in an automated
reprint environnment the use of al phabetic information is known
and desirable. (See final at page 3, lines 19-20.) Hicks
di scl oses the need for storage of print information which
m nimzes manual effort and subjective evaluation. (See col.
1, lines 19-65 of H cks.) The stored data corresponding to
the inmages is stored in a human and machi ne perceptible
format. (See final at page 3, lines 24-27 and answer at page
4, lines 14-15.) Nunbers or synbols are placed on the front
of the print inage or on the back of a photographic print as
mar ki ngs to indicate the designated aspect ratio and ot her
useful information. (See col. 3, lines 27-38 of Hi cks.) The
data stored conprises both custoner and reprint settings

information. Figure 1(b) clearly shows the use of al phabetic,
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nuneri c, bar code synbols used in the identification of stored
data. Hicks explicitly teaches the use of al phabetic and
nunmeric synbols to indicate data stored on or associated with
the print imge for the inproved perception by the human
viewer. W agree with the Exami ner that the person of
ordinary skill in the art of making image prints at the tine
the invention was nmade woul d have been notivated to

I ncorporate the designated aspect ratio visibly stored on the
print inmge of Yoshiwaka in any other |anguage or symnbols

whi ch woul d have been useful to either the machine or the
human at the time the invention was made. (See final at page
3, lines 16-20.) W hold that the function and i nformation
content relating to the inage print would have been simlarly
conveyed to either machine or human as |ong as the | anguage or

abbrevi ati on were known.

Appel I ants argue on page 5 of the brief that the clains
must be considered as a whol e and consider the clains
limtations directed to the printed matter in claiml1l. W
agree with appellants as to the proper manner of interpreting

the claim as a whole, but disagree with the application of
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the relevant prior art. "In Qlack, this court concluded that

"the critical question is whether there exists any new and
unobvi ous functional relationship between the printed matter

and the substrate. Lowy, 32 F.3d at 1582, 32 USPQ2d at 1033

(citing In re @ulack, 703 F.2d 1381, 1386, 217 USPQ 401, 404

(Fed. Cir. 1983)). Here, the exanm ner stated that the
"intellectual content, e.g. the aspect ratio, does not carry
any patentable weight."” (see Answer at page 4, lines 15-17.)
We di sagree with this generic phrasing of this statenent by
the examiner. Qur reviewing court has stated that it is the
function of the clained invention which nust be considered in
eval uating patentability. I1d. The inclusion of the aspect
ratio on the imge print has a functional relationship to the
I mage print and functions to convey the information about the
i mage print to the custoner or to a machine. Appellants have
further argued that neither Yoshiwaka nor Hi cks provide an
"al phabetic description” on the inmage print of the designated
aspect ratio. W disagree with appellants. As the Exam ner
found, Yoshiwaka teaches the inclusion of such information
with image prints, but not as an al phabetic description. (See

answer at page 4, lines 3-13.) Hicks clearly teaches the
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i nclusi on of an al phanuneric description of imge rel ated

i nformation including aspect ratio. (See answer at page 14-
15.) This would have been an "al phabetic description” of the
aspect ratio on imge prints. The |anguage of the claimis
not limted to specific words or abbreviations, such as,

ordered al phabetic description.

Appel | ants argue at page 5, line 36, and page 6, line 5,
that neither the Yoshi kawa nor Hi cks reference teaches
al phabetic description of the designated aspect ratio. W
agree that the two references do not individually teach
appel l ants' clained invention as recited in appellants' claim
1. However, the Examiner is not relying on Yoshi kawa or Hi cks
al one to neet appellants' claiml1l. The exam ner has provided
a notivation for the conbination of references and we agree

with the Exam ner.

Upon eval uation of all the evidence before us, it is our

concl usion that the evidence adduced by the Exam ner is

sufficient to establish a prina facie case of obviousness wth
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respect to claiml1l. Accordingly, we will sustain the

Exam ner's rejection of claim1l under 35 U. S.C. § 103.

Since we believe that one skilled in the art at the tine
of appellants' invention would have been notivated to make the
proposed conbi nation for the reasons gi ven above with respect
to claim1, we have determned that clainms 2 through 18 and 25
must be treated as falling with claiml1l. See In re N elson
816 F.2d 1567, 1572, 2 USPQRd 1525, 1528 (Fed. Cr. 1987).
Thus, it follows that the Exam ner's rejection of clains 2

through 18 and 25 under 35 U.S.C. 8§ 103 is al so sustai ned.

Appel | ants have provided argunent as to why clains 19-24
are separately patentable; therefore, clains 19-24 will be
reviewed separately. Caim1l19 is representative of clainms 19-

24.

Wth regard to claim 19, as discussed above Yoshi waka
di scl oses a systemto reproduce one or nore print inages onto
a recordi ng nedium and include desighated aspect ratio

information therewith. Appellants argue, at page 6, lines 10-
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15 of the brief, "automatically analyzing ... imges" to
determ ne the aspect ratio at page 6 of the brief. A review
of the specification reveals that the term "automatically" has
not been defined. Therefore, the ordinary definition of the
termw ||l be used. "Automatic" is defined in Webster's New
Wrld Dictionary of the American Language (2d. Col |l ege ed.
1972) as "noving, operating, etc. by itself; regulating
itself."” Appellants' argunments in conbination with the

di scl osure in the specification concerning the problemwth
the prior art which the clainmed invention overcones support
the ordinary definition. (See specification at page 2). The
term"automatically” will be interpreted as "requiring no user
input.” As pointed out by our reviewi ng court, we nust first
determ ne the scope of the claim "[T]he nane of the gane is
the claim”™ 1In re Hniker Co., 150 F.3d 1362, 1369, 47 USPQd
1523, 1529 (Fed. Cir. 1998). As pointed out by our review ng
court, claimlanguage should be read with the "broadest
reasonabl e neaning of the words in their ordinary usage as
they woul d be understood by one of ordinary skill in the art,
taki ng into account whatever enlightenment by way of

definitions or otherw se that may be afforded by the witten
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description contained in the applicant's specification.” In re
Morris, 127 F.3d 1048, 1054, 44 USPQ2d 1023, 1027 (Fed. Cr

1997). Froma review of the specification and appellants
argunents, the neaning of the limtation "autonmatically

anal yzing said one or nore correspondi ng i mages" is
understood. The specification refers to a conputer neasuring
a value (e.g. density) relating to the inage and the conputer
determ nes and assigns the aspect ratio of the one or nore
correspondi ng i mages rather than determ ning the aspect ratio
of the imge(s) fromthe associated markings stored with the

mar ki ngs or by operator input.

The exam ner has pointed to no specific teaching in
ei t her Yoshiwaka or Hi cks, nor presented any convincing |ine
of reasoning as to why it would have been obvious to one of
ordinary skill in the art at the tine of the invention to
provi de automatic analysis of the inmage(s) to determi ne the
aspect ratio. The nere existence that aspect ratio of imges
is determ ned and portions of the systens or processes of
these prior art systens are automated as the Exam ner has

asserted in the answer at pages 5-6 does not notivate the
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person of ordinary skill in the art at the tinme the invention
was made to nodify the instant prior art process to
automatically analyze the inage rather than automatically

anal yze the marki ngs associ ated the i nage(s).

W will not sustain the rejection of clains 19-24 under

35 U.S.C. § 103.

CONCLUSI ON

To summari ze, the decision of the Exam ner rejecting
claims 1-6 and 25 under 35 U.S.C. 8§ 101 is reversed. The
deci sion of the Exam ner rejecting clainms 1-18 and 25 under
35 U S.C. 8 103 is affirnmed, and the decision of the Exam ner
rejecting clainms 19-24 under 35 U.S.C. 8 103 is reversed. The

deci sion of the Examiner is affirmed-in-part.

No tinme period for taking any subsequent action in
connec-tion with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
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